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REMARKS 



The Applicant does not believe thai examination of the foregoing amendment wilJ 
result in the introduction of new mailer inlo the present application for invention. Therefore, the 
Applicant, respectfully, requests that the foregoing amendment be entered nod that the claims to 
ihc present, application, kindly, be reconsidered. 

The Office Action dated August 9, 2005 has been received and considered by the 
Applicant. Claims 1-23 arc pending in the present application lor invention. The Oll'iec Action 

rejects Claims 1-23. 

I hc Office Action objects to claims 1, 5, 6, 9, 11,13, 18, 20, 21 and 23 due to 
various intbrmalilies. The foregoing amendment to the claim has generally corrected these 
oversights, except lor those objections related to "further comprising". The Applicant, 
respectfully, points out that these amendments are made solely lor the purpose of correcting 
informalities and do not narrow the claims. Therefore, tie amendments mode in response to 
these objections should have no effect upon interpretation of equivalents to the present invention. 

The Office Action rejects Claims 1 -3, 5, 6 9, 10 and 23 under the provisions of 35 
U.S.C. §1 02(b) as being anticipated by JP 01253638 by Tsuchiya el al. (hereinafter referred to as 
Tsuchiyaet al.). The Examiner states that Tsuchiva ct al. disclose a method of examining a 
record carrier for the presence of a defect. 

Regarding Claim 1, die Examiner further slates that Tsuchivaei al. teach following a 
track lo be examined, monitoring the resulting trucking signal (at page 7, last paragraph) and 
rating the examined recording track for the presence of media defects on the basis of 
characteristics of the resulting tracking signal (at page 8, first paragraph). The Applicant 
disagrees with this assertion contained in the Office Action. The last paragraph on page 7 of 
Tsuchiva etal. discusses a simple optical system having decoding to compute the playback (KF) 
signal and the tracking error ( I E) signal. There is no disclosure or suggestion for monitoring the 
tracking signal. However in an effort lo move this case towards allowance, Claim 1 has been 
amended lo define subject matter for determining if recording should be discontinued based on 
Ihc rating indicating thai the insulting recording track contains delects. This subject mailer is 
not disclosed or suggested by Tsnchiva et al. Claim 1 3 lias been amended in a manner similar to 
Claim 1. 
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Regarding 2, the Office Action asserts that Tsnchiva et al. disclose lhaL the 
examined recording track is rated as being defective if the absolute value of the tracking signal 
has a value which exceeds a predetermined signal threshold for a predetermined period of time 
or longer. The Applicant, respectfully, disagrees. There is no disclosure or suggestion within 
Tsuc hiva et aK for determining the absolute value of the tracking signal. Therefore, this rejection 
is traversed* 

Regarding claim 3, the Office Action asserts that Tsu chiyu el al. disclose that the 
tracking signal has a nominal signal value of zero which corresponds to the center of a track, and 
has a maximum value which corresponds to a maximum lateral deviation with respect to the 
center ofa track. The Applicant, respectfully puinLs out that these features arc not discussed by 
Tsuchiv aet ak Furthermore, there is no disclosure or suggestion and wherein a level ofa 
preselected fraction of the maximum value is chosen as the predetermined signal threshold by 
Tsuchiva ct al There is no disclosure or suggestion for the "threshold value" in Figure 3 of 
Tsuchiva el al. to be a "preselected fraction" of the tracking signal . The Applicant, respectfully 
points out that the signal shown in Figure 3 of Tsuchiva et al. is a playback signal and not a 
racking signal. Therefore, this rejection is traversed. 

Regarding elaim 5, the Office Action states that Tsuchiva et al. d isclose that the 
record carrier is examined for the presence of spot defects including: examining the integrity of 
predetermined lest tracks of the record carrier; and examining die inlegrily of tracks adjacent the 
relevant test track each time that upon the examination a test track appears to be defective, in 
order to determine in this way the number of tracks affected by the same spot defect. 

The Examiner further states that Tsuchiva et al. disclosed entering the relevant 
tracks in a defect list each lime that the number determined is greater than a predetermined 
threshold value. The Examiner states that this subject matter is disclosed on page 8, paragraph I, 
last four lines of Tsuchiva etal. There is no disclosure, or suggestion, for entering the relevant 
tracks in a defect list each time that the number determined is greater than a predetermined 
threshold value within Ts uchiva et ak 

Regarding Claim 6, the Office Action states thai Tsuchiva etal- disclose that a 
predetermined number of tracks between successive test tracks is skipped. Claim 6 depends 
from to Claim 5 which is believed to be allowable for the above stated reasons, therefore Claim 6 
and is also believed to be allowable. 
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Regarding Claim 9, the Office Action states that Tsuchiya et al. disclose that the 
record carrier is examined tor the presence of spot defects including examining the integrity of 
predetermined test tracks of the record carrier. The Applicant disagrees with the Examiner's 
assertion thai Tsuchiya et al. teach entering the relevant tracks in a primary defect list each time 
that upon the examination of a test track il appears to be detective and entering tracks situated in 
a suspect area at opposite sides of the relevant test track in an alarm list. There is no disclosure 
or suggestion for deterring a primary defect list and entering tracks situated in a suspect area at 
opposite sides of the relevant test track in an alarm list within Tsuch iya et al. Furthermore, there 
is no disclosure or suggestion storing both the primary defect list and the alarm list in a memory. 
There is no teaching for storing multiple lists within Tsuchiy a et al. 

Regarding claim 10, the Office Action asserts that Tsuchiya et al. disclose that a 
predetermined number of tracks between successive test tracks is skipped, and wherein each 
suspect area always extends from Lhe relevant test track to the directly preceding and the directly 
following test track, respectively. Claim 10 depends from to Claim 9 which is helieved to be 
allowable for the above stated reasons, therefore Claim 10 and is also believed to be allowable. 

Regarding claim 23, the Office Action asserts that Tsuchiya e t al. disclose a 
method of examining a record carrier for the presence of a defect including monitoring a track to 
be examined and generating a trucking signal from the track that is monitored; rating the track 
for the presence of spot defects based on characteristics of lhe tracking signal; and entering the 
track into a defect list if the track appears to be defective, llie Examiner further slates that 
Tsuchiya ct al. disclose creating a suspect area list for other tracks at opposite sides of the track if 
the track appears to be defective; which the Applicant, respectfully, disagrees with. There is no 
disclosure or suggestion for creating multiple lists or an additional list for other tracks at opposite 
sides of the track if the track appears to be defective wilbin Tsuchiya et al. 

The Office Action rejects Claims 4, and 1 8-20 under the provisions of 35 U-S.C. 
§103(a) as being obvious over JP 01253638 by Tsuchiya et nK (hereinafter referred to as 
Tsuchiya et al. ). 

Regarding Claim 18, the Office Action asserts that Tsuchiya et al, disclose that 
the tracking signal has a nominal signal value of zero that corresponds to the center of a track, 
and has a maximum value which corresponds to a maximum lateral deviation with respect to the 
center of a track. The Examiner further asserts that Tsuchiva et aL disclose a level of a 
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preselected fraction of said maximum value is chosen as the predetermined signal threshold. The 
Applicant disagrees with the foregoing assertion. The Applicant submits that these elements are 
not disclosed by Tsuchiva ct al. 

Regarding claim 4, the Examiner asserts that it would have been obvious lo one of 
ordinary skill in the art al the time of the invention that the predetermined period of time lies in a 
range from approximately 50 jxs to approximately 75 us; in claim 18, that the preselected Inicliun 
is equal to approximately 0.5; in claim 19, that said predetermined period of time is 
approximately 60 nS; and in claim 20> thai approximately 50 tracks between successive test 
tracks are skipped. The Applicant disagrees that the foregoing arc simply a matter of design 
choice. Therefore, this rejection is traversed. 

The Office Action rejects Claims 7, 8, 1 1 and 12 under the provisions of 35 
U.S.C. § 103(a) as being obvious over Tsuchiva et al. in view of U.S. Patent No, 5,237,553 in the 
name of Fukushima et al. (hereinafter referred to as Fukushima ct al ) The Office Action assert 
that Tsuchiva eta I disclose a record carrier having recording tracks; and a defect list of tracks 
affected by a large spot defect . The Examiner further asserts thaL Tsuchiva ct al. disclose a 
primary detect and, optionally, an alarm list of tracks situated in a suspect area at opposite sides 
of the relevant-test tracks. The Applicants disagree with this assertion by the Examiner. There is 
no disclosure or suggestion within Tsuchiva et al . for an alarm list of tracks situated in a suspect 
area at opposite sides of the relevant test tracks. Therefore, this rejection h traversed. 

The Office Action rejects Claims 13-17, 21 and 22 under the provisions of 35 
U.S.C. §1 03(a) as being obvious over 'Isuchiya^LaL in view of U.S. Patent No. 5,237,553 in the 
name of Takasago et al, (hereinafter referred to as Takasapo et al ) . The Applicant, respectfully, 
points out that T suchiva ct aJL pertains to detection of defects; while JjAiLsagp_et_aL pertains to 
detection of an off track situation. 

Regarding to claim 13, the Office Action asserts that Tsuchiva ctal. disclose a 
method of recording information on a record carrier, including: monitoring a recording track to 
provide a rating of defects contained on the track. The Rxaminer admits that the combination of 
Tsuchiva ct ah within Takasago et uT does not disclose: regarding claim 1 3, based on the 
resulting tracking signal determining whether the recording process is to be continued or 
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discontinued; and regarding claim 14, that the recording process is discontinued if the absolute 
value of the tracking signal appears to have a value which exceeds a predetermined signal 
Threshold for a predetermined period of time or longer. The Examiner asserts that Takasagoet 
al. disclose determining whether a recording process is Lo be continued or discontinued based on 
a resulting tracking signal; and the recording process is discontinued if the absolute value of Ihe 
tracking signal appears to have a value which exceeds a predetennined signal threshold for a 
predetermined period of time or longer. 

I he Examiner admits that Tsuchiva et al. in view of Takasauo et al. is silent 
regarding: in claim 16, that said predetermined period of lime lies in a range from approximately 
50 (is to approximately 75 ^iS; in claim 2U lhal Ihe preselected fraction is approximately 2/3; and 
in claim 22 ? that said predetermined period of time is approximately 60 jis. The Examiner's 
position is that these features are a matter of design choice. 

The rejection has tailed to show the recitation for the predetermined threshold 
being either 0.5 or 2/3 of the maximum value corresponding to the maximum lateral deviation is 
used lor a particular purpose* or solves a staled problem. Initially, the Applicant, respectfully, 
points out that the Examiner has not provided any authority that allows for this line of reasoning 
to be used within an obviousness rejection. Moreover, the Applicant points out that there is a 
clear purpose and advantage to the stated limitations in that the present invention is rating the 
track. 

The Applicant draws the Examinees attention to page 1 0, lines 4-8 of the 
specification of the present invention wherein the tracking error of 0.5 of the maximum value is 
disclosed as the preferred error tracking parameter to if the track is defective. Accordingly, there 
is a stated purpose to the tracking eiTor of 0.5 of the maximum value as recited by rejected Claim 
18 contrary to the assertions of the Examiner. The limitations of the claims must each be given 
consideration. The Examiner may not simply brush aside specific limitations by reading the 
same reference voltages of Takasa go et ah on the predetermined threshold and the specifically 
di Heron l recitations of the preselected fractions that are used to determine that predetermined 
threshold. The Applicant, respectfully, submits that the reason that Takasa&o et al. do not 
disclose, or suggest using fractions of the reference voltages is that T akasa go et al. has no such 
stated purpose for rating the track for delects.. 
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The specification of the present invention aL page 12, lincs!4-22 wherein the 
value of 2/3 is discussed as preventing accidental writes to the adjacent track. Accordingly, there 
is a slated purpose to 2/3 fractional amount recited by rejected Claim 21 contrary to the 
assertions of the Examiner. The Applicant points out that of the cited reference, Takasago ct al. 
lias no such stated purpose. The Applicant, respectfully, submits thai the reason that Taka^go et 
aL do not disclose, or suggest using fractions of the reference voltages is that Takasauo et al. has 
no such stated purpose for preventing accidental writes to the adjacent track. 

The rejection admits that Takasago et ah do not disclose the predetermined time 
periods recited by the rejected claims in a range between 50 [is and 75 us. Furthermore, 
regarding claims in 19 and 22, the Examiner suites that Takasago ct al. do not disclose that the 
recited period of time is approximately 60 jis. The Applicant, respectfully, points out that the 
rejection does not contend thai Takasago et al, suggest implementing any of Ihe foregoing time 
periods. The lixaminer's position is that it would have been obvious tor a person of ordinary 
skill in the art because the Applicant has not disclosed any advantage to these time periods. 
Initially, the Applicant objects to the line of reasoning used in this rejection because the 
Examiner has not provided any authority that such a line of reasoning is valid for making a 
rejection based on obviousness. Moreover, the advantages arc clearly stated in the specification. 
The advantage of recited period of time is approximately 60 us is given by the specification of 
the present invention at page 12* linesl4-22 wherein the value of 60 us is discussed as preventing 
accidental writes to the adjacent track, The range between 50 us and 75 us is used as a range 
around the preferred value of 60 us as an acceptable range. The Applicant's position is that the 
rejection employs improper hindsight in this obviousness analysis. In order to determine 
obviousness there must be some suggestion or motivation within the prior art to make the 
modification. The rejection provides no such suggestion of motivation within the cited prior art 
referenced to make the modification made in the Final Office Action. The Examiner has also not 
advanced any authority to support the assertion made in the Final Office Action that the 
foregoing rational is a proper rationale for determining obviousness. 

The MPEP at §2143 states thai to "establish a prima facie case of obviousness, 
three basic criteria must be met. First, there must be some suggestion or motivation, cither in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modi ly the reference or to combine reference teachings. Second, there must be a reasonable 
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expectation of success. Finally, the prior art reference (or references when combined) must teach 
or suggest all the claim limitations. The teaching or suggestion to make the claimed combination 
and the reasonable expectation of success must both be found in the prior art, not in upplicanfs 
disclosure. In re Vaeck, 947 F,2d 488, 20 USPQ2d 1 438 (Fed. Cir. 1 991 )." The Applicant 
respectfully points out that the rejection docs not satisfy any of the three foregoing criteria and, 
therefore, has not made a prima and Jiicie case of obviousness. Moreover, the motivation to 
make the modification suggested by the Examiner must be found within the prior arl reference, 
and the Examiner has in fact stated that is not found within Takasago et al. The Applicant, 
respectfully, asserts out that a person skilled in the art would not be motivated by the teaching of 
Takasago et al. to make the modification suggested by the Final Office Action. Takasago et al. 
pertains to identifying digressions within the tracking signal and correcting tracking errors, 
Takasago et a l, does not pertain to identifying defective areas on a disk. For die foregoing 
reasons, this rejection is respectfully traversed. 

Regarding Claim 1 3, as amended determines continuing or discontinuing based 
on the rating of the tracking error signal. Tsuchivaet aL do not teach or suggest continuing or 
discontinuing based on the rating of the tracking error signal. Takasago et ai. do not teach 
continuing or discontinuing based on the rating of the tracking error signal. The Applicant, 
respectfully, submits that Claim 13 is allowable. 

Regarding Claim 14, the Examiner states that Takasapo et al. disclose that the 
recording is discontinued if the tracking signal exceeds a predetermined value lor a 
predetermined period of time at column 5, line 47- column 6 S line 14. The Applicant, 
respectfully, points out that column 5, line 47 - column 6, line 14 of Takasago et al. teach that if 
the digression of the tracking signal reaches a certain level, an indication thai tracking signal is 
off track will result by multiple logical " I "pulses being emitted. The multiple logical **1 " pulses 
result from a sway in the tracking signal as shown in FIG, 3b, reference numerul 16, of Takasago 
et aL; which is not equivalent to exceeding a predetermined threshold for a predetermined period 
of time. The additional period of lime referred to by T akasago ct al. is the additional logical "I " 
pulses themselves and not a period of time that the tracking signal exceeds a threshold, 
'fakasago ct aL do not disclose or suggest that if the tracking signal exceeds a predetermined 
value for a predetermined time, that the recording process is discontinued. Takasago et al. teach 
that the off-track signal is sent to a latch circuit 28 if the duration of lime exceeds another time 
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period, T2 (see column 6, lines 7-13), The output signal 39 of latch circuit 28 docs uot indicate 
that recording is to be halted, but instead that recording continues in a different, area (see column 
6, lines 60-68). Takasago et ah Leach that if the time width of the logical *T ? being greater than 
Tl but less than T2, or the lime width of the logical "1 w being greater lhan 12, it is the logical 
M P pulse for which the time duration is measured. Takas ago el al. do not provide and disclosure 
or suggestion related to the time period of the tracking signal. Therefore, this rejection is> 
respectfully, traversed. 

Regarding Claim and 1 5, the Examiner states that Tsuchiva et ah teach the 
predetermined threshold is a preselected Inaction of the maximum value. The Applicant denies 
this allegation. Tsuchiva et al. do not disclose or suggest that the predetermined threshold is a 
preselected fraction of the maximum value. Therefore, this rejection is traversed. 

Regarding Claim 17, Ta kasago et al. do not disclose or suggest a recording device 
having thresholds that are a preselected fraction of the signal level representative of the 
maximum deviation of from the center of the rack. Takasago et al. do not disclose or suggest a 
reourding device that discontinues recording is the tracking signal exceeds a threshold for a 
predetermined period of time. Accordingly, this rejection is respectfully, traversed. 

Regarding Claims 18 and 21 7 the Examiner stales that Takasago et al . disclose at 
column 5, lines 49-51 a tracking signal having a nominal value of zero, and that the tracking 
signal has a maximum value. The Examiner also asserts that a preselected fraction of the 
maximum value is chosen as the predetermined signal threshold; which as previously discussed 
is an unfounded assertion. As discussed above, there is no teaching within I akasagu et al. for 
the tracking error signal value to have a maximum value that occurs at a point ot'maxitnum 
lateral deviation from the center of the track. Takasago et al, teach that the error tracking signal 
swings from positive to negative during oft* track conditions. The Applicant, respectfully, 
requests that the Examiner indicate where within Takasa go ct_al, there is any disclosure or 
suggestion that Vref is a fraction portion of anything. 
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Applicant is not aware of any additional patents, publications, or other 
information not previously submitted to the Patent and Trademark Office which would be 
required under 37 C.F.R. l.W. 

In view of the foregoing amendment and remarks, the Applicant believes thai the 
present application is in condition lor allowance, with such allowance being, respectfully, 
requested. 



Respectfully submitted, 




James D- Licimbuch 

Patent Attorney Reg- No. 34,374 



Please address all correspondence for this application to: 
Michael E. Belk, Senior Intellectual Property Counsel 
Philips Intellectual Property & SLandards 
Philips Electronics N. A. Corp. 
P.O. Box 3001 

TWcliir Manor, NY 10510-8001 USA 
(914) 333-9643, 
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